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FINAL ACTION 

1 . This Office action is responsive to Applicant's remarks filed April 30, 2007. 
Claims 1-25 have been canceled. Claims 26-36 are under examination. The Examiner 
acknowledges the Information Disclosure Statement filed April 30, 2007. However, the 
Examiner has already considered these references on May 18, 2005. 



Rejection Maintained 

2. The rejection under 35 U.S.C. 102(e) is maintained for claims 26-36 for the 
reasons set forth on pages 3-5, paragraph 5 of the previous Office action. 



The rejection is reiterated below: 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

As stated in paragraph 4 of this action, Applicant has not perfected the priority data. Therefore, the 
following art rejection is applied. 

Claims 26-36 are rejected under 35 U.S.C. 102(e) as anticipated by Hymas et al 
(U.S. Patent No. 6,548,069 B2,issued April 15, 2003). 

Claims 26-36 are drawn to a vaccine composition comprising (a) an 
immunologically effective amount (i) at least two inactivated Mycoplasma bovis biotypes 
and (ii) an inactivated Mycoplasma alkalescens, wherein said immunologically effective 
amount is protective in a vaccinate against Bovine Respiratory Disease resulting from 
Mycoplasma infection, (b) an adjuvant and (c) a pharmaceutical^ effective carrier. 

Hymas et al teach compositions comprising at least two virulent Mycoplasma 
bovis isolates of differing biotypes and an isolate of M. alkalescens (column 3). Hymas 
et al teach that the compositions of the invention may include other antigens (columns 
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5-6). Hymas et al teach that the compositions can contain suitable vehicles and 
adjuvants (columns 10-11). Claims limitations such as, isolating DNAfrom biotypes, 
amplifying the DNA by PCR fingerprinting, ribosomal RNA or DNA polymorphisms, 
separating the amplified DNA by gel electrophoresis and comparing the resulting 
patterns are being viewed as process limitations. The products of the prior art 
reference appear to be the same as the product claimed by the applicant because they 
appear to possess the same or similar functional characteristics. The purification or 
production of a product by a particular process does not impart novelty or 
unobviousness to a product when the same product is taught by the prior art. This is 
particularly true when properties of the product are not changed by the process in an 
unexpected manner. See In re Thorpe. 227 USPO 964 (CAFC 1985): In re Marosi, 218 
USPO 289. 29222-293 (CAFC 1983): In re Brown. 173' USPO 685 (CCPA 1972 ). Even 
if applicant's product can be shown to be of higher purity than the product of the prior art 
reference, applicant's needs to show some unexpected and unique utility or property, 
such as unexpected biologically significant increase in specific activity with which the 
increased purity, greater stability and/or practicality or freedom from some restrictive 
element or adverse side effects inherent in the product preparations of the prior art or 
some other secondary consideration which the additional degree of purity imparts (to 
which there is a basis in the specification) to applicant's product in order to overcome 
the aspect of the product's purity is relied upon. 

Since the Office does not have the facilities for examining and comparing 
applicant's vaccine with the vaccine of the prior art, the burden is on the applicant to 
show a novel or unobvious difference between the claimed product and the product of 
the prior art (i.e., that the vaccine of the prior art does not possess the same material 
structural and functional characteristics of the claimed vaccine). See In re Best , 562 
F.2d 1252, 195 USPQ 430 (CCPA 1977) and In re Fitzgerald et al. . 205 USPQ 594. 
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Applicant's Arguments 

Applicant urges that Hymas et al (U.S. Patent No. 6,548,069 B2, published April 
15, 2003) is not prior art. Applicant urges that they are entitled to a prior date of 
November 8, 2000 based on U.S. Application Serial No. 09/708,352. It should be noted 
that Applicant filed a petition on August 21 , 2007 to the Petition Office to enter priority 
information in the specification. 

Examiner's Response to Applicant's Arguments 

Based on the petition decision made by the Petitions Office and mailed 
September 6, 2007, Applicant's arguments filed April 30, 2007 have been fully 
considered but they are not persuasive. The Petitions Office has dismissed Applicant's 
petition to enter priority information into the specification. Thus, this application is 
granted the priority benefit to divisional application 10/726,029 filed December 2, 2003. 
Therefore, Hymas et al (U.S. Patent No. 6,548,069 B2, issued April 15, 2003) has a 
filing date of February 3, 2001 and is made available as art under 35 U.S.C. 102(e). 

In view of all of the above, this rejection is maintained. 
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3. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Status of Claims 

4. No claims are allowed. 
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Conclusion 



5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vanessa L. Ford whose telephone number is (571) 272- 
0857. The examiner can normally be reached on 9 am- 6 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Siew can be reached on (571) 272-0787. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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